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Dear Sir: 

Appellants herewith respectfully present their appeal brief as follows: 
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1 , REAt PARTY IN INTERBST 

The real party in mtei^st remains Assignee INTERNATIONAL BUSINESS 
MACHINES CORPORATION, by virtue of an assignmem executed by the inventors on 
DecembCT 5, 2000 and filed with the United States Patent and Trademarit OflRce on 
December 7, 2000, recorded at reel number 01 1372 frame number 0014. 
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2. RELATED APPEALS AND INTERFERENCES 

Appellams £wd the undersigned anomeys are not aware of any ^peals or any 

interfeiences which will directly affect or be directly affected by or having a bearing on 

the Board's decision in the pending appeal- 
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3. STATUS OF CLAIMS 

Claims J -9 and 11 -27 srand rejected as unpaientable over Be«;l«2^ et. al,, Uniied 
Siaxes Patent No. 6,182,27581 in view of Cohn et al. United States Patent 6,41 1,684. 
Claims 1-9 and 1 1-27 are the claims on appeal. &?cf. Appendix, 
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4. STATUS OF AMENDMENTS 
All amendments have been entered. 
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5. summaky of claimed subject matter 

In this summary of claimed subject matter, all cttatioms are to the specificarion of 
United States Patent Application 09/73 1,629 filed on December 7, 2000. Further, all 
citations are illustrative only and suppoa for the cited element may be found elsewhere 
in the specification* 

The invention relates to a method of generating a list of target devices to be con- 
figured in conamunicaiion with a server. The method includes creating a first list of tar- 
get devices to be configured 504 and identifying at least one addressed targ« device 
408, 410, 412 having aa associated network address. The method further includes modi- 
fying the first list of targei devices using the addressed target device S 10, and generating 
a modified list of target devices to be configured 544, wherein the target devices an? to 
be remotely booted by the sa^er 404 and wherein the target devices 408, 410, 4 1 2 are 
persistently and concurrently in communication with the server 404 by means of a net- 
work 402, 5ee, FIGS 4 and 5, and pages 10-14 of the specification, imer alia. 
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6. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 
Claims 1-9 and 1 1-27 were rejected as unpamuable over Beeliiz, et. al, CJniied 
States Paieni No. 6,182^75BJ in view of Cohn et. al. United States Patent 6,41 1,684. 
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7. ARGUMENTS 

A. The Examiner rejecied claims 1-9 stail 11-27 as unpatentable under 35 
U-S.C. §l03(a) by BeeUtz in view of Cohn 

The §l03(a) lejectioa of claims 1-9 and 11-27 has been traversed. In order to 
mainmin ihis § ! 03(a) rejecdon, each and every element of the claimed invention must be 
laught or suggested by the references alone or in combination. Because ihe references 
do not teach or suggest each and every element, this rejection must fall. 

Claims I, 13, and 23 require, inter alia, 'ihe target devices are persistently and 
concurrently in communication with the server by means of a network." The Examiner 
correctly notes that Bcelitz does not teach or suggest such an element, and instead cites 
lo Cohn tor such teachings. Specifically, the Examiner asserts that it "^would have been 
obvious to one of ordinary skill in the art at the time of the invention \vas made to im- 
plcmeni ihe teachings of Cohn into the computer system of Beelitz to have persistent 
and concurrent in communicaiion with the server by means of a network because it 
would have been provided specific functions that can operating or occurring at the same 
lime and continuing without change in function or smicture in the network." [sic] See, 
\S of the September 20, 2005 ofBce action. 

The Appellants traverse the Examiner's assertion because Beelitz specifically 
reaches away ftom such a combination, tiiere must be a reasonable expectation of suc- 
cess, and the mere ability to combine references is insufRcient to support a rejection. 

Beeiitf teaches awav from the cambination 

Beelitz teaches a generation of a compatible order for a computer system. The 
Beelirz system is for specifying, ordering, and building a buildHO-order computer sys- 
tem, such that a pmchaser of a build-to-order computer system can buy and order such a 
computer over a computer network such as the Internet, See, abstract, Beelitz. 
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Beelitz, teaches siep 207, cantrol 103 provides w ihe user mterf^& 105 a 
list of the Operating system types available," (emph^is added) at column 7 55-56. Fur- 
thennoR:,'*pr|n sxep 204, comrot JOS accesses ihe master dma base 125 to create or gen- 
erate a list of operating system types available for the targeted computer system" (col- 
umn 7 lines 35-37). 

Control 103 'deceives an indication fiom a user inieyface 105 indicating the de- 
sire to purchase a computer system," Colurrm 7. lines 30-32 (emphasis added). Thus, 
control 103 is distinguished from the targeted computer system 137 (FiC. I of Beelitz) 
and the terminal or user interface 105 (FIG- 1 of Beelitz). 

Beelitz leaches that it has been known to install software programs and to per- 
form tests on computer systems before they are shipped to businesses or individual cus- 
tomers. The goal of software installation and testing, according to Beelitz. is to effi- 
ciently produce a usefiil, reliable, c(m)puter system which may be delivered xo busi- 
nesses and individuals free from errors and ready to run- Beelitz, column I, lines 56-61. 

One of ordinary skill in the art would recognize that shipping a computer to a 
business or iiuiividual customer requires disconnecting any network cormections used 
for software installation and testing. Those of ordinary skill in the art would also recog- 
nize that disconnecting a network connection terminates the coimection, and therefore 
disconnecting a network connection is inconsistent with a persistent and concurrent net- 
work connection. Thus, one of ordinary skill in the an could not possibly be motivated 
to make the modifications suggested by tiie Examiner, as Beeliu unequivocally teaches 
away from the combination. 
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At most, Beelitz discloses jtm a targeted compulta- system 137 is initially booted 
up to perform the operations and instructions as per associated shell script files to load 
the selected programs onto its hard drive and to run the tests. In one embodiment, the 
selected software prc^rams and operating systems can be down loaded and installed on 
the targeted computer system via the Internet. See^ column 15, lines 1-7. Thus, Beelitz 
does not disclose *the ta^tget devices are persistently and concurrentiy in commumcation 
with the server by means of a networf Beelitz teaches only loading and installing the 
operating system onto the targeted computer system, prior to disconnecnng the neiworic 
connection to enable die newly built-lo-order computer to ship to a business or individ- 
ual 

There is no teasonable acpectation of success 

Similarly, there is no reasonable expectation of success based on the combination 
of references. MPE? 2143.02. In re Merck & Co^ 800 F-2d 1091 (Fed. Cir 1986). 
Here, modifying the Beeliti system to feature target devices [that] are persistently and 
concurrently in communication with the server by means of a network" would entirely 
defeat the purpose of Beelit2, and cannot lead to any reasonable expectation of success, 
indeed, one of ordinary skill in the art would more likely find a reasonable expectation 
of fmture. 

The Examiner asserts that it "'would have been obvious to one of ordinary skill in 
the an at the time of the invention was made to implement the t e ac hin gs of Cobn into 
the computer system of Beelitz to have persistent and concurrent in comnumication with 
the server by means of a network because it would have been provided specific func- 
tions diai can operating or occurring at the same time and continuing without change in 
function or structure in the network." [sic] However, any such modification would in 
fact change the funcnon or structure of the network, contrary to the Examiner's asser- 
tions. Hie function and sniicture of the Beelitz network is to eflOciently produce a use- 
ful, reliable, computer system which may be delivered lo businesses and individimls free 
from errors and ready to run- Beelitz, column 1, lines 56-61- Modifying the function or 
siructuie of the Beelitz network would not result in the claimed inventiotj, but would 
rather result in a busUiess or individual purchasing a buih-to-order ccmiputer that is not 
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delivered to dje purchasing busintjss or individual, but rather a computer ftat remains ai 
the factory, simng on an assembly line. 

The mere ability to combine references is msuffjcient to support a reiedion 
The mere faci that Beelitz can be modified in view of Cohn to obtain the claimed 
invention (v^^hich Appellants deny) does not render the resultant modification obvious 
unless the prior an also suggests the desirability of the combination. See, In Milk, 
916 F^d 680, 16 USPQ2d X430 (Fed. Cir. 1990) (Claims were directed to an apparatus 
for producing an aerated cementittous composition by drawing air into the cementitious 
composition by driving the output pump at a capacity greater than the feed rate. The 
prior art reference taught that the feed means can be run at a variable speed, however the 
court found that this does not require that the output pump be run at the claimed speed 
so that air is drawn into the mixing chamber and is entrained in the ingredients during 
operation. Although a prior art device "may be capable of being modified to run the 
way the apparatus is claimed, there must be a suggestion or motivation in the reference 
to do so;' 916 F.2d at 682, 16 USPQ2d at 1432,). See also //i Fritafh 972 F2d 1260, 
23 USPQ2d 1780 (Fed. Cir. 1992) (flexible landscape edging device which is conform- 
able to a ground surfece of varying slope not suggested by combination of prior art ref- 
erences). 

The basis for the Examiner's assertion is that "it would have been provided spe- 
cific functions that can operating or occurring at die same time and continuing without 
change in function or structure in the network." (pg, 3, Sept. 20, 2005 office action). 
However, the Examiner simply cannot conclusively assert that an hnplementation of die 
allegedly persistent and concurrent conununication with the server by means of a net- 
work taught by Cohn would permit the ability to efficiently produce a usefiiL reliable, 
computer system which may be delivered to businesses and individuals fitre from errors 
and ready to run, See^ Beelitz, column I, lir»es 56-61, Indeed, implementing a persistent 
and concurrent conununication with a server, as allegedly taught by Cohn, would simply 
not work in a Beelitz system and would destroy the principle of operation of Beelitz, 

Therefwe, Appellants request the withdrawal of the rejections to claims 1,13, 
and 23, as well as claims 2-9, II -12, 14-22 and 24-27 depending directly or indirectly 
from one of claims 1, 13, or 23. 
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SUMMARY 

The Appellants respectfully request maintenance of ihek af^peal^ and wbmit that 
claims 1-9 and 1 1-27 fiiUy satisfy the requirements of 35 U.S.C. §§102, 103 and 1 12, In 
view of the foregoing, fevorable consideration and early passage to issue of the present 
application is respectfully requested. 



Dated: February 21. 2006 



Respectfully submitted, 
ST£ V£N M. FRENCH, et al- 



Cardinal law group 

1603 C^gion Avenue, Suite 2000 
Evanston, E- 60201 
(847) 905-7111 




Registration No. (33,983) 
Attorney for Appellants 
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10. APPENDIX 

1 - A method of generanng a lisi of target devices to be configured in com- 
mwucaiion with a server comprising: 

creating a first lisi of target devices to be configured; 

identifying at least one addressed target device having an associated net- 
work address; 

modifying the first list of target devices using ihe addressed target device; 

and 

generating a modified list of target devices to be configured, wlierein the 
target devices are to be remotely booted by the server and wherein the target devices are 
persistently and concuirently in coramunicadon with the server by means of a nerwotk. 

2, (Original) The method of claim I wherein the addressed target device is 
listed in at least one information source, 

3. The method of claim 1 further comprising: 

adding the associated network address of the addressed target device to 
the first list of target devices. 

4, The method of claim I further comprising: 

adding the addressed tatget device having an associated network address 
to the fir^ list of target devices. 

5. The method of claim 1 further comprising: 

removing the addressed target device having an associated network ad- 
dress from the first list of target devices. 
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6. 



The method of claim 1 ftuther comprisiug: 
pre-configuring ai least one preconfigured wget device. 



7. 



The method of claim 6 further comprisitig: 
adding the preconfigured target device to the first list 



8. The method of claim I further comprising: 

deiennining if a target device has an associated network address; and 
ranoving the target device from the modified list of target devices if it 
does not have an associated network address. 

9, The method of claim I fijrtber comprising: 



1 1. The method of claim I furtier comprising; 

examining packet data to detennine if a target device has an associated 
network address, 

12, The method of claim 1 ftirther comjmsing; 

examining log data to determine if a lai^ device has an associated net- 
work address. 
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13. Computer program product in a compuier usable medium for gener^tmg a 
list of targei devices to be configured in communication with a server comprising: 

meatits for creating a first list of target devices to be configured; 

means for identi^ing vntb an identification at least one addressed tari^ex 
device having an associated networjc address; 

means for modifying the first list of target devices using the addressed 
target device; and 

means for generating a modified list of target devices to be configured, 
wherein the target devices are to be remotely bootaed by the server and wherein the target 
devices are persistently and concurrently in communication with the server by means of 
a networL 

14. The program of claim 13 fturther comprising: 

means for storing the identification of the addnrssed target device. 

1 5. The program of claim 13 fiirther comprising: 

means for adding the associated network address of the addressed target 
device to the first list of target devices, 

1 6- The program of claim 13 fuirher comprising: 

means for adding the addressed target device having an associated net- 
work address to the first list of target devices, 

17. The program of claim 13 fijrther comprising: 

means for removing rfxe addressed target device having an associated 
network address fi-om the first list of target devices. 
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18. The program of claim 13 further comprising: 

means for preconfiguring at least one target device listed in the fir^ Ksl 

1 9. The program of claim 13 further comprising: 

means for removing a tai^ec device without an associated network ad- 
dress from the modified list of target devices. 

20. The program of claim 13 further comprising: 

means tor configuring the target devices listed in the modified list, 

2 1 . The program of claim 1 3 fiirther comprising: 

means for examining packet data to determine if a target device has an 
associated network address. 

22. The program of claim 13 further comprismg: 

means for examining log data to deiermir>e if a target device has an asso- 
ciated network address. 
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23. A data procijssing system, the system including target devices and a 
server comprising: 

means for creating a first list of tai^get devices to be configured, wherein 
the caiget devices are to be remotely booted by the server; 

means for identi^ing at least one addressed target device having an asso- 
ciated network address; 

means for comparing the addressed target device to the tai^et devices on 
the first list; and 

means for generating a modified list of target devices to be configured 
based on the addressed tai^et device and wherein the target devices are persistently and 
concuirendy in coxxmiunication with the server by means of a network- 



24- The system of claim 23. fixnher comprising: 

means for storing information about the addressed target device, 

25, The system of claim 23 fiirthcr comprising: 

means for configuring at least one target device. 



26- The system of claim 23 fintber comprising: 

means for determining if a target device has an associated network ad- 



dress. 



27, The method of claim 1 fimher comprising: 
creatir^ a router list of target devices; 

comparing the jouier list and the first list of target devices, and wherein 
modifying the first list of target devices using the addressed targ^ device 
comprises modifying the first list of target devices based on the comparison 
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EvideiM^ Appendix 

None 

Related Proceedipgs Appendiac 
None, 
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